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DETAILED ACTION 
Priority 

This application is the benefits of an earlier Provisional Patent Application No. 
60/176,927, filed January 20, 2000. 

Information Disclosure Statement 

1. The information disclosure statement (IDS) submitted on January 22, 2001. The 
submission is in compliance with the provisions of 37 CFR 1.97. Accordingly, the 
examiner is considering the information disclosure statement. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-3, 5 & 6, 4, and 7-8 are rejected under 35 U.S.C. 101 because the 
claim of invention is directed to non-statutory subject matter. 

In order for the claimed invention to be statutory subject matter, the claimed 
invention must fall within one of the statutory classes of invention as set forth in USC § 
101 (i.e. a process, machine, manufacture, or composition of matter which has practical 
application in the technological arts). 

In the present case, Claim 1 is directed to a method product for "quantifying the 
value of a constituent population", which is not within one of the classes of invention set 
forth in USC § 101. 

The method product for "quantifying the value of a constituent population" 
including: 
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A) identifying a number of exchange elements which are offered to the constituent 
population by the entity; 

B) associating a cost to the entity with each of exchange elements; 

C) summing the exchange element cost to the entity for constituent population to 
obtain a total exchange element cost; 

D) identifying a number of behaviors of constituent population; 

E) associating a value with each of behaviors; 

F) summing the value of the behaviors associated with the constituent population to 
obtain a total behavior value; and 

G) quantifying the value contributed to entity by constituent population by 
subtracting the total exchange element cost from the total behavior value." 

In the above claim, it is merely an abstract idea and does not produce a useful, 
tangible, concrete results-which has practical application in the technological arts. 

The method product for "quantifying the value of a constituent population" 
including the steps of (A)-(G) as shown are merely an abstract idea and does not 
reduce to a practical application in the technological arts (i.e. interaction in the steps 
with the computer/computer network or other equivalent means) and are therefore are 
found to be non-statutory. 

The method product for Claims 1_, 4, and 7 are merely an abstract idea and do 
not reduce to a practical application in the technological arts (i.e. interaction in the steps 
with the computer/computer network or other equivalent means) and are therefore are 
found to be non-statutory. See In re Alappat, 33 F.3d at 1544, 31 USPQ2d at 1557, or 
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In re Waldbaum, 173 USPQ 430 (CCPA 1972) or In re Musgrave, 167 USPQ (CCPA 
1970) and In re Johnston, 183 USPQ 172. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

4. Claims 1-3, 5 & 6, 4, and 7-8 are rejected under 35 U.S.C. 1 12, second 
paragraph, as failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1-3, 5 & 6, 4, and 7-8 are being done manually or automatically by the 
system? Is also not clear on how the information is derive without any source of 
database to obtain and stored the information prior to perform the summing step. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-3, 5 & 6, 4, and 7-8 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent No. 5,577,169 (PREZIOSO). 

As for Claim 1, PREZIOSO discloses a method of quantifying the value of a 
constituent population of an entity to the entity comprising: 
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A) identifying a number of exchange elements which are offered to the constituent 
population by the entity {Column 5, Lines 36-37, wherein this reads over 
identifying subject peer group to be profiled"}; 

B) associating a cost to the entity with each of exchange elements {Column 5, Lines 
41-43, wherein this reads over "each behavior characteristic that will measure 
membership of an entity based on an amount of behavior characteristics"}; 

C) summing the exchange element cost to the entity for constituent population to 
obtain a total exchange element cost {Element 2660 - Determine Amount / 
Degree of Membership in Each Behavior Characteristic for Each Entity}; 

D) identifying a number of behaviors of constituent population {Element 420 - 
Identify Characteristic of Target Behavior}; 

E) associating a value with each of behaviors {Element 430 - Determine Algorithms 
for Quantifying Behavior Characteristics}; 

F) summing the value of the behaviors associated with the constituent population to 
obtain a total behavior value {Element 490 - Calculate and Store Behavior 
Characteristic Values for Each Entity}; and 

G) quantifying the value contributed to entity by constituent population by 
subtracting the total exchange element cost from the total behavior value 
{Column 26, Lines 55-59, wherein this reads over "selecting a subset of entities 
in the peer group based on the amount of the target behavior exhibited. This 
process involves an evaluation of what amount of target behavior is actionable in 
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a way contemplated by the process described in the Element 410 (Identify Target 
Behavior)"}. 

As for Claim 2, PREZIOSO discloses further comprising: 

H) determining an experience of constituent to at least one of exchange elements 
offered by entity {Column 9, Lines 12-14, wherein this reads over "determine the 
algorithms for quantifying behavior characteristics or indicators of the target 
behavior"}; 

I) obtaining data relative to constituent's mindset regarding experience {Column 9, 
Lines 38-41, wherein this reads over "data elements identified in the algorithms 
for quantifying each behavior characteristic are determined to be available in a 
format and operating environment compatible with the system"}; 

J) constructing at least one value exchange gap based on data {Column 9, Lines 
43-48, wherein this reads over "data required to calculate a given behavior 
characteristic is determined to be unavailable or unusable, the behavior 
characteristic requiring the unavailable data will need to be modified to conform 
with more readily available data, or steps must be taken to make the required 
data available"}; 

K) determining behaviors of constituent which result from experience and mindset 
data {Column 7, Lines 24-28, wherein this reads over "data used to profile 
physicians and other peer groups in health care is generally health claims billing 
data that is commonly available in private health insurance companies and in 
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government agencies responsible for administering public health care programs 
such as Medicare"}; 

L) linking particular exchange elements to particular resulting behavior of 

constituent {Column 7, Lines 13-15, wherein this reads over "a key element of 
the data used in profiling a peer group is that it be organized, or be organizable, 
according to the definition of the peer group"}; and 

M) adjusting exchange elements to cause constituent to exhibit behaviors which are 
more valuable to the entity than previous behaviors {Column 3, Lines 13-16, 
wherein this reads over "improved system and method that is expandable in that 
behavior characteristics of an entity can be added without restriction, to 
determine the behavior profile"}. 

As for Claim 3, PREZIOSO discloses further comprising tracking the value 
attributed to adjusted exchange elements over time {Column 3, Lines 1-4, wherein this 
reads over "complex behavior profiling requires a solution that is flexible, extensible, 
domain independent, and can be routinely implemented in varying types of computing 
environment with commonly available skills"}. 

As for Claim 5, PREZIOSO discloses further comprising: 
F) associating a cost to the entity with each of exchange elements {Column 5, Lines 

41-43, wherein this reads over "each behavior characteristic that will measure 

membership of an entity based on an amount of behavior characteristics"}; 
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G) summing the exchange element cost to the entity for constituent to obtain a total 
exchange element cost {Element 2660 - Determine Amount / Degree of 
Membership in Each Behavior Characteristic for Each Entity}; 

H) associating a value with each of behaviors {Element 430 - Determine Algorithms 
for Quantifying Behavior Characteristics}; 

I) summing the value of the behaviors associated with constituent to obtain a total 
behavior value {Element 490 - Calculate and Store Behavior Characteristic 
Values for Each Entity}; and 

J) quantifying the value contributed to entity by constituent by subtracting the total 
exchange element cost from the total behavior value {Column 26, Lines 55-59, 
wherein this reads over "selecting a subset of entities in the peer group based on 
the amount of the target behavior exhibited. This process involves an evaluation 
of what amount of target behavior is actionable in a way contemplated by the 
process described in the Element 410 (Identify Target Behavior)"}. 
As for Claim 6, PREZIOSO discloses further comprising tracking the value 
attributed to adjusted exchange elements over time {Column 7, Lines 6-9, wherein this 
reads over "business unit performance data can be obtained from corporate computer 
system including general ledger, accounting systems, auditing systems and other 
similar business systems"}. 

As for Claim 4, PREZIOSO discloses a method of modeling behaviors of a 
constituent with an entity comprising: 
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A) determining an experience of constituent to an exchange element offered by 
entity {Column 7, Lines 24-28, wherein this reads over "data used to profile 
physicians and other peer groups in health care is generally health claims billing 
data that is commonly available in private health insurance companies and in 
government agencies responsible for administering public health care programs 
such as Medicare"}; 

B) obtaining data relative to constituent's mindset regarding experience {Column 9, 
Lines 38-41, wherein this reads over "data elements identified in the algorithms 
for quantifying each behavior characteristic are determined to be available in a 
format and operating environment compatible with the system"}; 

C) identifying one or more value exchange gaps based on data {Column 9, Lines 
12-14, wherein this reads over "determine the algorithms for quantifying behavior 
characteristics or indicators of the target behavior"}; 

D) determining behaviors of constituent which results from experience and mindset 
data {Column 7, Lines 24-28, wherein this reads over "data used to profile 
physicians and other peer groups in health care is generally health claims billing 
data that is commonly available in private health insurance companies and in 
government agencies responsible for administering public health care programs 
such as Medicare"}; and 

E) linking particular exchange elements to particular resulting behaviors of . 
constituent {Column 7, Lines 1 3-1 5, wherein this reads over "a key element of 
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the data used in profiling a peer group is that it be organized, or be organizable, 
according to the definition of the peer group"}. 

As for Claim 7, PREZIOSO discloses a method of optimizing the value of an 
entity comprising: 

A) identifying a number of exchange elements which are offered to a constituent by 
the entity {Column 5, Lines 36-37, wherein this reads over identifying subject 
peer group to be profiled"}; 

B) associating a cost to the entity with each of exchange elements {Column 5, Lines 
41-43, wherein this reads over "each behavior characteristic that will measure 
membership of an entity based on an amount of behavior characteristics"}; 

C) summing the exchange element cost to the entity for constituent to obtain a total 
exchange element cost {Element 2660 - Determine Amount / Degree of 
Membership in Each Behavior Characteristic for Each Entity}; 

D) identifying a number of behaviors of constituent {Element 420 - Identify 
Characteristic of Target Behavior}; 

E) associating a value with each of behaviors {Element 430 - Determine Algorithms 
for Quantifying Behavior Characteristics}; 

F) summing the value of the behaviors associated with the constituent to obtain a 
total behavior value {Element 490 - Calculate and Store Behavior Characteristic 
Values for Each Entity}; 

G) quantifying the value contributed to entity by constituent by subtracting the total 
exchange element cost from the total behavior value {Column 26, Lines 55-59, 



Application/Control Number: 09/766,698 Page 1 1 

Art Unit: 3629 

wherein this reads over "selecting a subset of entities in the peer group based on 
the amount of the target behavior exhibited. This process involves an evaluation 
of what amount of target behavior is actionable in a way contemplated by the 
process described in the Element 410 (Identify Target Behavior)"}; 

H) determining an experience of constituent to at least one of exchange elements 
offered by entity {Column 9, Lines 12-14, wherein this reads over "determine the 
algorithms for quantifying behavior characteristics or indicators of the target 
behavior"}; 

I) obtaining data relative to constituent's mindset regarding experience {Column 9, 
Lines 38-41 , wherein this reads over "data elements identified in the algorithms 
for quantifying each behavior characteristic are determined to be available in a 
format and operating environment compatible with the system"}; 

J) identifying one or more value exchange gaps based on data {Column 9, Lines 
12-14, wherein this reads over "determine the algorithms for quantifying behavior 
characteristics or indicators of the target behavior"}; 

K) determining behaviors of constituent which result from experience and mindset 
data {Column 7, Lines 24-28, wherein this reads over "data used to profile 
physicians and other peer groups in health care is generally health claims billing 
data that is commonly available in private health insurance companies and in 
government agencies responsible for administering public health care programs 
such as Medicare"}; 
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L) linking particular exchange elements to particular resulting behaviors of 

constituent {Column 7, Lines 1 3-15, wherein this reads over "a key element of 
the data used in profiling a peer group is that it be organized, or be organizable, 
according to the definition of the peer group"}; and 

M) adjusting exchange elements to cause constituent to exhibit behaviors which are 
more valuable to the entity than previous behaviors {Column 3, Lines 13-16, 
wherein this reads over "improved system and method that is expandable in that 
behavior characteristics of an entity can be added without restriction, to 
determine the behavior profile"}. 

As for Claim 8, which has same limitation as in Claim 3, therefore it is rejected for 
the similar reasons set forth in Claim 3. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
I. U.S. Patent: 

1) U.S. Patent No. 5,724,488 (PREZIOSO) is cited to teach the behavior of 
entities with common characteristics, 

2) U.S. Patent No. 6,341 ,267 (TAUB) is cited to teach behavior capacities to 
the requirements for successful human performance in any role and 
situation, 

3) U.S. Patent No. 6,078,1 55 (HONARVAR ET AL.) is cited to teach the 
optimizing management system, and 
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4> U.S. Patent No. 6,195,643 (MAXWELL) is cited to teach evaluation and 
decision making systems. 

II. Foreign Patent: 

1) EP0525804a2 (GABORSKI ET AL.) is cited to teach behavior of 
populations of competitive locally independent processes. 

III. Non-Patent Literature: 

1 ) Miler, Lewis and Merenski, "A Value Exchange Model for the Channel of 
Distribution; Implications for Management and Research", Fall 1985, 
Academy of Marketing Science Journal (pre-1986), Volume 13, No. 4, 
Pages 1-17. 

2) Rogerio Pinto, "Innovations in the provision of public goods and services", 
October 1998, Public Administration & Development (1986-1998), Volume 
18, Pages 387-397. 

3) Crawford and Gram, Social Responsibility as Interorganizational 
Transaction", October 1978, Academy of Management, The Academy of 
Management Review (pres-1986), Volume 3, Pages 880-888. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cang G. Thai whose telephone number is (703) 305- 
0553. The examiner can normally be reached on 6:30 AM - 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (703) 308-2702. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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SUPERVISORY PATENT EXAMINER 
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